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Effect of RCE on PTA (Patent Term Adjustment)

Recent case Exelixis, Inc. v. Kappos (CAFC; 2012). PTO incorrectly
calculating PTA for RCEs filed after 3 years from filing date.

Wyeth v. Kappos (CAFC,; 2010) was similar case that resulted in
Wyeth request/petition practice to request recalculation of PTA.

At issue Is interpretation of 35 USC 154
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If after receipt of Notice of Allowance but before payment of issue
fee, apply for recalculation of PTA under 37 CFR 1.705(b).

If after payment of issue fee but before 2 months from issue date,
request recalculation of PTA under 37 CFR 1.705(d).

If after 2 months but before 180 days from issue date, file lawsuit in
Eastern District of Virginia under 35 USC 154 (b)(4)(A).
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* Graphic at left is from article The Ghost of
Lemelson: PTA Consequences of Exelixis v.
Kappos, by Kip Werking, posted to
IPWatchdog blog http://www.ipwatchdog.com
on 26 November 2012 @ 9:05 am)

* PTO was ignoring delay due to RCEs filed
after 3 years from filing date

» Court found that patentee entitled to PTA to
compensate for delay due to RCEs filed after
3 years from filing date

* PTO and Court agree that patentee not
entitled to PTA to compensate for delay due to
RCEs filed before 3 years from filing date

* Advice: Where possible, delay filing of RCE
until after 3 years from filing date

* Advice: Check recently allowed/issued
patents for eligibility for recalculation of PTA
(< 180 days from issue date)

* PTO also undercalculates PTA in PCT
national stage applications due to differing
interpretations of national stage entry date.



